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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E Responsive to communication(s) filed on 29 December 2003 , 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) ± is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) K Claim(s) ± is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawlng(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claim 1 is rejected under 35 U.S.C. 1 02(b) as being anticipated by Boshart (Des. 
380,776). 

Boshart discloses a bookmark for keeping the place of a reader in a book and will 
not fall out of the book if the book is dropped or closed accidentally. 

3. An examination of this application reveals that applicant is unfamiliar with patent 
prosecution procedure. While an inventor may prosecute the application, lack of skill in 
this field usually acts as a liability in affording the maximum protection for the invention 
disclosed. Applicant is advised to secure the services of a registered patent attorney or 
agent to prosecute the application, since the value of a patent is largely dependent upon 
skilled preparation and prosecution. The Office cannot aid in selecting an attorney or 
agent. 

Applicant is advised of the availability of the publication "Attorneys and Agents 
Registered to Practice Before the U.S. Patent and Trademark Office." This publication 
is for sale by the Superintendent of Documents, U.S. Government Printing Office, 
Washington, D.C. 20402. 
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General Information 



Applicant's Response 

The following consists of general information for the Applicant's benefit. Unless 
the Office explicitly requests the return of a paper, all papers mailed to the Applicant are 
intended to be kept by the Applicant for his own records. The response must be signed 
by ALL applicants. 

I. Amendments to the Specification 

After March 1 , 2001 , all amendments to the specification, including the claims, 
must be made by replacement paragraph/section/claim in clean form (without 
underlining and bracketing) in order to eliminate (1 ) the need for the Office to enter 
changes to the text of application portions by handwriting in red ink, and (2) the 
presence of hard to scan brackets and underlining to improve the patent publishing 
process. This practice requires the applicant to provide a clean copy of an amended 
paragraph/section/claim together with a marked up version using applicant's choice of a 
marking system showing the changes being made which will aid the examiner. The 
marked up version must be based on the immediate previous version and indicate (by 
markings) how the previous version has been modified to produce the clean 
replacement paragraph(s), section(s), specification or claim(s) submitted in the current 
amendment. "Previous version" is defined as the version of record in the application as 
originally filed or from a previously entered amendment. 
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(1 ) Amendment by instruction to delete, replace, or add a paragraph. Amendments 
to the specification, other than the claims and listings provided for elsewhere, may be 
made by submitting: 

(i) An instruction, which unambiguously identifies the location, to delete one 
or more paragraphs of the specification, replace a deleted paragraph with one or more 
replacement paragraphs, or add one or more paragraphs; 

(ii) Any replacement or added paragraph(s) in clean form, that is, without 
markings to indicate the changes that have been made; and 

(iii) Another version of any replacement paragraph(s), on one or more pages 
separate from the amendment, marked up to show all the changes relative to the 
previous version of the paragraph(s). The changes may be shown by brackets (for 
deleted matter) or underlining (for added matter), or by any equivalent marking system. 
A marked up version does not have to be supplied for an added paragraph or a deleted 
paragraph as it is sufficient to state that a particular paragraph has 

been added, or deleted. 

(2) Amendment by replacement section. If the sections of the specification contain 
section headings as provided in 37CFR§§ 1.77(b), 1.154(b), or § 1.163(c), 
amendments to the specification, other than the claims, may be made by submitting: 

(i) A reference to the section heading along with an instruction to delete that 
section of the specification and to replace such deleted section with a replacement 
section; 
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(ii) A replacement section in clean form, that is, without markings to indicate 
the changes that have been made; and 

(iii) Another version of the replacement section, on one or more pages 
separate from the amendment, marked up to show all changes relative to the previous 
version of the section. The changes may be shown by brackets (for deleted matter) or 
underlining (for added matter), or by any equivalent marking system. 

(3) Amendment by substitute specification . The specification, other than the claims, 
may also be amended by submitting: 

(i) An instruction to replace the specification; 

(ii) A substitute specification in compliance with § 1.125(b); and 

(iii) Another version of the substitute specification, separate from the 
substitute specification, marked up to show all changes relative to the previous version 
of the specification. The changes may be shown by brackets (for deleted matter), or 
underlining (for added matter), or by any equivalent marking system. An example of an 
amendment to the specification could appear as follows: 

On page 16, line 12, change "effect" to -affect-. 

On page 23, line 4, insert -bucket- after "backhoe". 
(Note: the inserted language is placed between double dashes.) 

If a new specification is submitted, a marked up copy of the original specification 
is also required. 
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II. Amendments to the Drawings 

Any amendment to the drawings modifying, deleting or inserting figures must be 
specifically requested in the amendment. Any changes must be shown in red-ink on 
the drawings. Any insertion of new figures must be set forth in the amendment and the 
specification must be amended in the Brief Description of the Drawings as well as in the 
Detailed Description of the Drawings sections in a manner as set forth above. 

III. Amendments to the Claims 

All amendments to a claim must be presented in the form of a rewritten claim. 
Any rewriting of a claim will be construed as a direction to cancel the previous version of 
the claim. See In re Byers, 230 F.2d 451, 455, 109 USPQ 53, 55 (CCPA 
1956)(amendment of a claim by inclusion of an additional limitation had exactly the 
same effect as if the claim as originally presented had been canceled and replaced by a 
new claim including that limitation). Any rewritten or newly added claim must be 
submitted in clean form, that is, with no markings to indicate the changes that have 
been made, and must be accompanied by a marked up version separate from the 
amendment using applicant's choice of marking system to indicate the changes being 
made. A parenthetical expression should follow the claim number indicating the status 
of the claim as amended or newly added, e.g., "amended," "twice amended," or "new," 
in both the clean version and the marked up version. A marked up version does not 
have to be supplied for any added claims or any canceled claims. If a marked up 
version is supplied to show changes made to amended claims, however, applicant 
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should identify (in the marked up version) any added or canceled claims with a 
statement, such as, "Claim 6 has been canceled." A canceled claim can be reinstated 
only by a subsequent amendment presenting the claim as a new claim with a new claim 
number. 

Applicants may submit a clean version (with no markings) of all of the pending 
claims in one amendment paper. Applicants may wish to consolidate all previous 
versions of pending claims from a series of separate amendment papers into a single 
clean version in a single amendment paper. Providing this consolidation of claims in the 
file will be beneficial to both the Office and the applicant for patent printing purposes. 
When rewriting a claim in the clean set, the parenthetical expression, if any, from the 
claim to be rewritten should not appear in the clean set. Thus, the only time a 
parenthetical expression should appear in the clean set is when a claim is being 
amended. See MPEP § 714.13 for submitting a clean set of claims under 37 CFR 1.116 
and MPEP § 714.16 for submitting a clean set under 37 CFR 1.312. See also MPEP § 
714.22(a). It is recommended that the following format be used by applicants in 
complying with the revised amendment practice requirements. The amendment paper 
should include, in the following order: 

(A) a clean version of the amended (replacement) paragraph(s)/claim(s); 

(B) a remarks section (beginning on a separate sheet); and 

(C) a marked-up version (also beginning on a separate sheet) showing 
changes and clearly identified as "Version with markings to show changes made. " 
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The submission of a clean version of all pending claims shall be construed as directing 
the cancellation of all previous versions of any pending claims. A marked up version 
would only be needed for claims being changed by the current amendment (see 37 
CFR 1.121(c)(1)(ii)). Any claim not accompanied by a marked up version will constitute 
an assertion that it has not been modified relative to the immediate prior version. Thus, 
if applicant is not making any amendments to the claims, but is merely presenting all 
pending claims in clean form, without any underlining and bracketing, a marked up 
version should not be submitted. 

As an example, if a claim for a chair were originally written as follows: 
1 . A chair comprising a horizontal seat, a vertical back, and a plurality of vertical 
support members. 

An amended marked-up version of this claim might then be written as follows: 
1 . (Amended) A chair comprising a horizontal seat, a 

vertical back, and [a plurality of] four vertical [support members] legs attached to 
said seat . 

In this example, the words "a plurality of and "support members" have been 
deleted from the claim. The words -four- and -legs attached to said seat- have been 
inserted. 

If the specification or drawings originally described the inclusion of four legs on 
the chair, the new limitation of "four legs" in the claim would not constitute new matter. 



IV. Arguments 
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If an Office Action contains a rejection or objection to the claims, the Applicant 
MUST respond with arguments under the heading "Remarks", pointing out 
disagreements with the Examiner's contentions. The Applicant must also discuss the 
references applied against the claims, explaining how the claims avoid the references or 
patentably distinguish from them. The applicant must respond to every ground of 
rejection and objection set forth in the Office Action. For more details of the amendment 
process, the Applicant can refer to 37 Code of Federal Regulations Sections I.II8 - I.I2I. 

V. New Matter 

As previously mentioned, no amendment to the specification, claims, or drawings 
may introduce new matter. "New matter" constitutes any material which meets the 
following criteria: 

a) It is added to the disclosure (either the specification, the claims, or the 
drawings) after the filing date of the application, and 

b) It contains new information which is neither included nor implied in the original 
version of the disclosure. This includes the addition of physical properties, new uses, 
etc. 

VI. Period for Response 

The three month shortened statutory period specified in the cover letter (form 
PTO-326) is the period of time in which the Applicant has to respond to every rejection 
and objection within this Office Action. The Applicant's response must be received 
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within three months of the date listed on the cover letter, or the application will be held 
abandoned. 

This period, however, may be extended up to a maximum of six months, with the 
payment of the appropriate fee. The following table lists the required fee for extensions 
of the three month period: 

No. Months after Office Action Date Amount of Fee 
0-1 
1 -2 

2- 3 

3- 4 $ 55 

4- 5 $195 
5 - 6 $445 

If the response is filed four months and one day after the mailing date of the 
Office Action, the response must be accompanied by a fee in the amount of $195. A 
separate Petition for Extension of Time requesting "an extension of the period for 
response under 37 CFR 1 .136(a)" must be submitted with the response. 

VII. Certificate of Mailing 

To ensure that the Applicant's response is considered timely filed, it is advisable 
to include a "Certificate of Mailing" on at least one page of the response. This 
"Certificate" should consist of the following statement: 
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I hereby certify that this correspondence is being deposited with the United 
States Postal Service as first class mail in an envelope addressed to: "Commissioner of 
Patents and Trademarks, P.O. Box 1450, Alexandria, VA 22313-1450" on (date) . 

(signature) 

This "Certificate" may appear anywhere on the page, and may be handwritten or 
typed. It MUST be signed by the person who actually deposits the paper with the Postal 
Service, and the date MUST be the actual date on which it is mailed. 

For the purpose of calculating extensions of time, the date shown on the 
certificate will be used as the date on which the paper was received by the Office, 
regardless of the date the Postal Service actually delivers the response. In this way, 
postal delays would not affect the extension-of-time fee. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited references disclose bookmarks. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Monica S. Carter whose telephone number is (703) 305- 
0305. The examiner can normally be reached on Monday-Thursday (6:30 AM - 4:00 
PM). 



Application/Control Number: 10/747,645 Page 12 

Art Unit: 3722 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrea L. Wellington can be reached on (703) 308-2159. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



July 9, 2004 



MONICA S.CARTEr 
PWMARVEXAM*? 



